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ATTACHMENT TO ADVISORY ACTION 

Applicants' amendment to the claims filed on 06/22/2009 has been fully considered but is 
denied entry for the following reasons: 

First, the amendment raises new issues that require further consideration under 35 USC § 
112 1 st paragraph. The claims contain subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention. 

Claim 7 recites "[t]he gel composition according to claim 1 , wherein the masking agent is 
reduced hard-to-digest dextrin." While the present specification provides support for gel 
compositions comprising a masking component including both fruit juice and reduced hard-to- 
digest dextrin, the specification does not provide support for a gel composition comprising a 
masking component of hard-to-digest dextrin only. 

Second, the amendment raises new issues that would require further consideration. 
Claim Rejections - 35 U.S.C. §103- 

Applicants assert that "to maintain a rejection under 35 U.S.C. 103, the cited references 
must teach or suggest each and every element of the claim. It is necessary to identify a reason 
that would have prompted a person of ordinary skill in the relevant field to combine the elements 
in the way the claimed new invention does." Applicants argue that there would have been no 
reason for one of ordinary skill in the art to expect the gelling agents disclosed by Emoto, used 
singly or in combination, to be suitable for addressing the problems associated with compositions 
having a high concentration of calcium. 
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In response to applicant's argument that Emoto does not teach that a gelling agent 
comprising agar and guar gum would address the problems associated with compositions having 
a high concentration of calcium, the fact that applicant has recognized another advantage which 
would flow naturally from following the suggestion of the prior art cannot be the basis for 
patentability when the differences would otherwise be obvious. See Ex parte Obiaya, 227 
USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

Applicants argue that while Fuchs discloses a gel composition comprising 2-4.5 wt% 
protein, based on p.8-9/Example 1, the gel composition of the same example comprising only 
0.05 wt% calcium. 

Applicants are directed to p.4-5 of Fuchs which discloses generally a gel composition 
comprising 1-5 wt% protein and 0.02-0.270 wt% of calcium. 

Applicants argue that "inherency may not be established by probabilities or possibilities 
if one were to select agar of all of the gelling agents taught by Emoto since all of the gelling 
agents would not have provided the desired results." 

However, given Emoto teaches gelling agents selected from the group consisting of 
pectin, furcelleran, carrageenan, agar, locust bean gum, guar gum and arabic gum or 
combinations thereof (C5/L22-27), it is clear that a combination of agar and guar gum is taught 
by Emoto. While not all combinations would have "provided the desired results," given Emoto 
teaches a combination of agar and guar gum which is identical to the gelling agent presently 
claimed, it is clear that this particular combination would intrinsically be suitable for a gel 
composition comprising high concentrations of protein and calcium. Examiner does not suggest 
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that the additional gelling agents taught by Emoto would be suitable for compositions 
comprising high levels of both calcium and protein. 

Applicants argue that while it is the "Examiner's position that the features of refreshing 
taste and soft gel suitable for eating and drinking are not recited in the claims," such features do 
not have to be recited in the claims. Further, applicants explain that "the present claims recite a 
composition which is different from the prior art in that the composition requires 0.1 to 1.0 wt% 
agar and about 0.5 to about 0.3 wt% guar gum. This difference in the composition contributes to 
the unexpectedly superior results of the claimed invention and therefore the claims recite the 
elements which distinguish the claimed invention and which contribute to the unexpectedly 
superior results obtained." Applicants argue that it is not the applicants' burden to show that the 
gel composition of modified Fuchs would not display the taste and textural properties of the 
present invention. 

Here, it is not suggested that the claims must recite the features of refreshing taste and 
soft gel suitable for eating and drinking. However, since Applicants claim that unexpected 
results are obtained when high calcium and protein containing gel compositions contain agar in 
an amount of 0. 1-1% wt% and guar gum in an amount of 0.05 to about 0.3 wt% , since a prima 
facie case of obviousness has been established, it is incumbent upon applicant to supply the 
factual basis to rebut the prima facie case of obviousness. See, e.g., In re Klosak, 455 F.2d 1077, 
1080, 173 USPQ 14, 16 (CCPA 1972). Applicants do not provide an adequate explanation 
regarding any factual showing in the specification of unexpected results or the criticality of the 
claimed gelling agent content. Unexpected results must be established by factual evidence; mere 
argument or conclusory statements in the specification do not suffice. In re Geisler, 116 F.3d 
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1465, 1470, 43 USPQ2d 1362, 1365 (Fed. Cir. 1977) (quoting In re De Blauwe, 736 F.2d 699, 
705, 222 USPQ 191, 196 (Fed. Cir. 1984)). 
Double Patenting- 

Applicants find that while Examiner relies on Fuchs to teach calcium as recited in claim 1 
of the present invention, Fuchs is not included in the rejection. Further, applicants argue that 
Fuchs materially fails to disclose the composition having both protein and calcium in high 
concentrations and there is no apparent reason to modify or combine the references because even 
if combined, the claimed invention would not have been 

While the statement of the rejection docs not include Fuchs, it is clear from the body of 
the rejection that Fuchs is used as a secondary reference to reject claims 1-4 on the ground of 
nonstatutory double patenting over claims 1-7 of copending Application No. 10/521,170. 

Further, Note that Fuchs teaches a gel composition with a calcium and protein content 
identical to that presently claimed, i.e. 0.02-0.270 wt% of calcium and 1-5 wt% protein (page 4- 
5). 

Applicants request clarification of the obviousness-type double patenting rejection given 
that as noted in Amendment filed November 24, 2008, the ' 170 is not prior art under 35 U.S.C. 
§102(e). 

Given Applicants persuasively demonstrated that '170 is not prior art under 35 U.S.C. 
§ 102(e) (Amendment filed 1 1/24/2008), the rejection of claims 1-4 under 35 U.S.C. § 103(a) was 
withdrawn. However, the exclusion of '170 as a reference under 35 U.S.C. §102(e) does not 
exclude a obviousness-type double patenting rejection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Gwartney whose telephone number is (571) 270-3874. 
The examiner can normally be reached on Monday - Friday;7:30AM - 3:30PM EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on (571) 272-1401 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/E. GJ 

Examiner, Art Unit 1794 



/KEITH D. HENDRICKS/ 

Supervisory Patent Examiner, Art Unit 1794 



